REMARKS 

Upon entry of the present amendment, claims 1, 4-9, and 11-17 remain in the application. 
Of these, claims 1, 8 and 14 are independent. Claims 1, 4, 8 and 16 are amended herein, and 
claims 2-3 and 10 are canceled. 

The applicant gratefully acknowledges the Examiner's indication that claims 14 and 15 
are allowed, and that claims 3-4, 10, 16, and 17, although objected to as being dependent upon a 
rejected base claim, would be allowable if rewritten in independent form. 

The above-identified Office Action has been reviewed, the references carefully 
considered, and the Examiner's comments carefully weighed. In view thereof, the present 
Amendment is submitted. It is contended that by the present amendment, all bases of rejection 
set forth in the Office Action have been traversed and overcome. Accordingly, reconsideration 
and withdrawal of the rejection is respectfully requested. 

IN THE CLAIMS 

Claim Rejections - 35 USC 102 

In the Office Action, the Examiner rejected claims 1 and 5-7 under 35 USC 102 (b) as 
being anticipated by Hayashi et al (U.S. Pat. No., 4,916,901). In the rejection, the Examiner 
states that Hayashi discloses an angle detector 1 1 1 connected to the rolling member 22 by a shaft 
1 13 in a groove 1 14, which allows some axial misalignment. 

Applicant's Response 

The applicant respectfully disagrees with this rejection since Hayashi does not disclose 
every feature claimed by the applicant. Upon review of Hayashi, the applicant finds that this 
reference is directed to a hydraulic continuously variable transmission T which includes an angle 
detector 111 for detecting an angle of a motor swash plate 20, best seen in Figs. 3 and 10. The 
angle detector 111 is a rotary potentiometer having a potentiometer shaft 1 12 oriented in a 
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direction perpendicular to an output shaft 31 of the transmission T. A lever 113 extends from the 
distal end of the potentiometer shaft 1 12 in a direction perpendicular to the axis of the 
potentiometer shaft. The lever 1 13 is "fitted" within a groove 114 formed in the swash plate 
holder 22, and transmits a rotation of the swash plate holder 22 to the potentiometer shaft 1 12. 

With respect to the rejection of claim 1, the applicant submits that Hayashi does not 
disclose a swash plate tilting angle detector having the claimed rotation connection mechanism. 
In particular, Hayashi does not disclose a rotation connection mechanism having one end which 
is situated coaxial to the rolling axis and connected to swash plate, and another end which is 
connected to the angle detector. That is, the lever 1 13 of Hayashi (corresponding to the "one 
end") is connected to the swash plate but is not coaxial to the rolling axis, whereas the 
potentiometer shaft 1 12 (corresponding to the "another end") is connected to the angle detector 
111. 

Moreover, the applicant submits that the rotation connection mechanism of Hayashi 
would not accurately transmit the movement of the swash plate to the angle detector "even when 
a rotation axis of a portion of the angle detector connected to the rotation connection mechanism 
is inclined at an angle with respect to the rolling axis", as claimed. Specifically, if the rotation 
axis of the potentiometer 1 1 1 (that is, the axis of shaft 112) was inclined at an angle to the rolling 
axis, then the lever 113, which is fixed at a right angle to the distal end of shaft 1 12, would lie at 
an angle to the groove 1 14, and thus would no longer be received therein. As a result, the motion 
of the swash plate holder 22 would not be transmitted to the lever 113. 

In addition, Hayashi discloses that lever 1 13 is "fitted" within the engagement groove 
1 14, implying that the lever 1 13 and groove 1 14 are fit together with no "play" therebetween. 
Thus, the applicant disagrees with the Examiner's interpretation that the groove 1 14 permits 
some axial misalignment of the lever 113 therein. 

However, in order to promote the prosecution of the application, the applicant has 
amended claim 1 to more clearly distinguish the applicant's invention from that of Hayashi. In 
particular, claim 1 has been amended to include the subject matter of claim 3, as well as the 
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subject matter of intervening claim 2. Since the Examiner has indicated that claim 3 includes 
allowable subject matter, claim 1 is now in condition for allowance, and reconsideration and 
withdrawal of the rejection are respectfully requested. 

With respect to the rejections of claims 5-7, the applicant disagrees with the rejections of 
claims 5-7 for the reasons stated above with respect to the deficiencies of Hayashi with respect to 
amended claim 1, from which claims 5-7 depend. 

Claim Rejections - 35 USC 103 

In the Office Action, the Examiner rejected claims 1, 2, 5-9, and 11-13 under 35 USC 
103(a) as being unpatentable over Japan 2001-343,060 in view of Orlando (US 4,536,130), 
Machine Design, and Snyder (US 3,469,416). The Examiner states that JP '060 discloses a 
swash plate hydraulic unit as claimed including a swash plate tilting angle detector 121, 212 
having an angle detector mounted to the casing, coaxial with the rotating axis, and connected to 
another end of the rotation connection mechanism, but does not disclose that the rotation 
connection mechanism transmits the tilting of the swash plate to the angle detector, even when 
the portion of the angle detector connected to the rotation connection mechanism is inclined at an 
angle to the tilt axis; wherein the rotation connection mechanism include first and second 
connection rods connected to the swash plate and angle detector, respectively, and a movable 
joint connecting the first and second rods together. 

The Examiner further states that Orlando teaches a rotation connection mechanism which 
allows rotation of the angle detector while allowing a slight axial misalignment between the 
angle detector and the first element (col. 7, line 12-17). 

It is the Examiner's position that since JP '060 discloses a rotation connection 
mechanism between an angle detector and a coaxial rolling mechanism, since Orlando teaches a 
need for a rotation connection mechanism that allows minor axial misalignment, that it would 
have been obvious to make the rotation connection mechanism of JP'060 include first and 
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second connecting rods fixed to the swash plate and angle detector of JP 060, with a movable 
joint connecting the first and second connecting rods together as taught by Orlando et al. 
Applicant's Response 

The applicant respectfully disagrees with the rejection of these claims since a prima facie 
case of obviousness has not been presented. 

The Standard for Obviousness under Federal Circuit Law 
Applicant respectfully wishes to call the Examiner's attention to some relevant cases of 

the U.S. Court of Appeals for the Federal Circuit (CAFC). The CAFC was established in 1982 

to bring national standards, and a certain level of conformity and continuity to Federal patent 

case law. Decisions of the Federal Circuit are relevant and helpful in giving guidance to patent 

practitioners, as well as to the personnel of the U.S. Patent and Trademark Office. The CAFC has 

stated that: 

In order to determine obviousness as a legal matter, four factual inquiries 
must be made concerning: 1) the scope and content of the prior art; 2) the level of 
ordinary skill in the art; 3) the differences between the claimed invention and the 
prior art; and 4) secondary considerations of nonobviousness, which in case law is 
often said to include commercial success, long-felt but unresolved need, failure of 
others, copying, and unexpected results. Graham v. John Deere Co., 383 U.S. 1, 
17-18, 148 USPQ 459, 467 (1966); Miles Labs., Inc. v. Shandon, Inc., 997 F.2d 
870, 877, 27 USPQ2d 1 123, 1 128 (Fed. Cir. 1993). 

The U.S. Court of Appeals for the Federal Circuit has said that a reference must be 
viewed in its entirety, Gore v. Garlock, 220 U.S.P.Q. 303 (CAFC 1983), and that it is 
impermissible to use the claims as a frame, and the references as a mosaic, to pick and choose 
selected pieces, out of context, to reconstruct the invention, Northern Telecom v. Datapoint, 908 
F.2d 931 (CAFC 1990). 

The U.S. Court of Appeals for the Federal Circuit has also said that that in order to 
combine references, the Examiner must show some motivation, suggestion, or teaching of the 
desirability of making the combination, In re Dembiczak, 50 USPQ 2d 1614, 1617 (CAFC 
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1999); and that the use of hindsight, in evaluating patentability, is improper, In re Werner 
Kotzab, 55 U.S.P.Q. 2d 1313 (CAFC 2000); Gore v. Garlock, supra. 
Specifically, in Kotzab, supra, the CAFC stated: 

A critical step in analyzing the patentability of claims pursuant to section 
103(a) is casting the mind back to the time of invention, to consider the thinking 
of one of ordinary skill in the art, guided only by the prior art references and the 
then-accepted wisdom in the field. See Dembiczak, 175 F.3d at 999, 50 USPQ2d 
at 1617. Close adherence to this methodology is especially important in cases 
where the very ease with which the invention can be understood may prompt one 
"to fall victim to the insidious effect of a hindsight syndrome, wherein that which 
only the invention taught is used against its teacher." Id. 

Most, if not all inventions arise from a combination of old elements. See 
In re Rouffet, 149 F.3d 1350, 1357, 47 USPQ2d 1453, 1457 (Fed. Cir. 1998). 
Thus, every element of a claimed invention may often be found in the prior art. 
See id. However, identification in the prior art of each individual part claimed is 
insufficient to defeat patentability of the whole claimed invention. See id. 
Rather, to establish obviousness based on a combination of the elements disclosed 
in the prior art, there must be some motivation, suggestion or teaching of the 
desirability of making the specific combination that was made by the applicant 
(citations omitted). 

The applicant submits that the above-quoted language of the Court of Appeals for the 
Federal Circuit has relevance to prosecution of the present application. In particular, the 
applicant submits that JP '060 discloses (Figs. 1 and 6, paragraphs 44, 45 of a translation of the 
specification) a hydraulic CVT which includes a sensor 121 which senses an angle of a cam- 
plate holder 83 through a shaft for detection 122 which extends between the sensor 121 and the 
cam-plate holder 83. JP '060 also describes (paragraphs 7 and 8, Fig. 7) a prior art device which 
includes a detection sensor 212 for detecting an angle change of a cam plate 204 by means of a 
shaft for detection 213. As discussed in the background section of the applicant's specification, 
both configurations described in JP '060 include a sensor in which a single, rigid revolution 
detection axis (corresponding to the axis of the shaft for detection 122, 213) needs to be precisely 



aligned with the axis of rotation of the swash plate in order to provide accurate angle detection . 



The disclosure of Orlando, which is directed to an indicator device for a helical screw 
rotary compressor, includes a coupling device 212 for coupling a first shaft 146 to a shaft 214 of 
an angle detector 36, wherein the shafts 146, 214 may be slightly misaligned. Although the 
applicant agrees that Orlando teaches a coupling mechanism for slightly misaligned coaxial 
shafts, the applicant does not agree that the teaching of Orlando makes obvious a modification of 
JP '060 for the following reasons: 

First, the applicant submits that it would not be obvious to apply a teaching from a 
reference directed to an indicator device for a helical screw rotary compressor for a refrigeration 
system to a hydraulic continuously variable transmission for a motorcycle. According to the 
MPEP section 2141 .01(a), in order to rely on a reference as a basis for rejection of an applicant's 
invention, the reference must either be in the field of applicant's endeavor or, if not, then be 
reasonably pertinent to the particular problem with which the inventor was concerned." In re 
Oetiker, 977 F.2d 1443, 1446, 24 USPQ2d 1443, 1445 (Fed. Cir. 1992). See also In re Deminski, 
796 F.2d 436, 230 USPQ 313 (Fed. Cir. 1986); In re Clay, 966 F.2d 656, 659, 23 USPQ2d 1058, 
1060-61 (Fed. Cir. 1992). The cited prior art references are from two completely disparate fields 
of endeavor, and thus it would not be obvious to look to a refrigerator compressor for a teaching 
for a motorcycle transmission. 

Second, the prior art JP '060 shows a single, rigid shaft for detection connected to the 
swash plate along the axis of rotation of the swash plate. Orlando provides a teaching of 
coupling a first shaft, whose angle is to be measured, to a second shaft of an angle detector using 
a friction- fit flexible tube extending between the respective ends of the two shafts, but Orlando 
does not disclose coupling a shaft to a plate along a rotation axis. The applicant notes that there 
is no teaching provided by either JP '060 or Orlando to modify the single shaft of JP '060 into 
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two separate shafts and then provide a coupling therebetween. Thus, the applicant submits that 
modification of JP' 060 by the teachings of Orlando do not result in a structure which makes 
obvious the applicant's invention, since Orlando does not teach coupling a shaft to a plate, and 
neither reference teaches segmenting of a single shaft into two shafts. Thus, the teachings of 
Orlando are not reasonably pertinent to the particular problem with which the inventor was 
concerned, as is required under the standard for application of the reference in an obviousness- 
type rejection. 

Third, the applicant submits that there is no suggestion provided in Orlando or in JP '060 
for modifying the single, rigid shaft for detection of JP '060 into a plural shafts coupled together 
using a coupling member, as taught by Orlando. As discussed above, the courts have determined 
that in order to combine references, the Examiner must show some motivation, suggestion, or 
teaching of the desirability of making the combination. The applicant contends that modification 
of JP '060 to include a segmented, coupled shaft is not suggested or disclosed in the references, 
and further, that such a modification would lead to less accurate angle measurement in the 
structure of JP '060. 

However, in order to promote the prosecution of the application, the applicant has 
amended claims 1 and 8 to more clearly distinguish the applicant's invention from that of JP 060 
as modified by Orlando. In particular, claim 1 has been amended herein to include the subject 
matter of claim 3, as well as the subject matter of intervening claim 2. Claim 8 has been 
amended herein to include the subject matter of claim 10. Since the Examiner has indicated that 
claims 3 and 10 include allowable subject matter, claims 1 and 8 are now in condition for 
allowance, and reconsideration and withdrawal of the rejection are respectfully requested. 
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As regards claims 4-7, 9, 1 1-13 and 16-17, since these claims depend from claims which 
have been placed in condition for allowance, claims 4-7, 9, 11-13, and 16-17 are also believed to 
be in condition for allowance. Reconsideration and withdrawal of the rejections thereof are 
respectfully requested. 

Other Matters 

On page 6 of the Office Action, the Examiner indicated that claims 14 and 15 are 
allowed. In addition, the Examiner indicated that claims 3, 4, 10, 16, and 17 are objected to as 
being dependent upon a rejected base claim, but would be allowable if rewritten in independent 
form including all the limitations of the base claim and any intervening claims. The applicant 
has amended the application according to this suggestion by the Examiner. In particular, claim 1 
has been amended to include the subject matter of claim 3, and claim 8 has been amended to 
include the subject matter of claim 10. In addition, claims 4 is amended herein to change its 
dependency to claim 1, and claim 16 is amended herein to change its dependency to claim 8. As 
a result, claims 1, 4-9, and 1 1-17 are now in condition for allowance. 

CONCLUSION 

In conclusion, applicant has overcome the Examiner's rejections of record. While 
applicant has considered all of the references of record, it is respectfully submitted that the 
continuously variable transmission as defined by the present claims, is believed to be allowable 
over all of the prior art of record. 

If the Examiner is not fully convinced of the allowability of all of the claims now in the 
application, applicant respectfully requests that he telephonically contact applicant's undersigned 
representative to expeditiously resolve prosecution of the application. 
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Favorable consideration is respectfully requested. 
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